REMARKS 

The Official Action of August 1 0, 2004 has been carefully considered and 
reconsideration of the application as amended is respectfully requested. 

The indicated allowability of claim 44 has been noted with appreciation. 
Claims 3 and 8 have been amended to depend from claim 1 whereby to remove the 
basis for the rejection at paragraph 3(a) of the Official Action. Claim 25 has been 
amended to depend from claim 23 whereby to remove the basis for the rejection at 
paragraph 3(b) of the Official Action. Claim 45 has been amended in the manner 
courteously suggested by the Examiner whereby to remove the basis for the rejection 
at paragraph 3(c) of the Official Action. All claims as amended are respectfully 
believed to be sufficiently definite to satisfy the dictates of 35 USC 112, second 
paragraph. 

With the exception of claim 44, the claims stand rejected under 35 USC 103(a) 
as allegedly being unpatentable over Nguyen et al in view of the references and 
combinations of references cited at paragraphs 6-11 of the Official Action. Applicants 
respectfully traverse these rejections on the basis of a second Declaration Under 37 
CFR 1.132 of Toshiyuki Miyabayashi submitted herewith ("Second Miyabayashi 
Declaration") which, when read in connection with the other evidence of record, 
including a prior declaration of Mr. Miyabayashi dated December 24, 2003 ("First 
Miyabayashi Declaration"), establishes the nonobviousness of the invention defined in 
all of the claims, as next discussed. 
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All of the claims of record recite that the "polymer encapsulated colorant is 
produced by polymerizing monomers for constituting the polymer in the presence of 
the dye or pigment. 11 The Examiner has previously acknowledged that there is no 
disclosure in Nguyen et al that polymer encapsulated colorant is formed in this way 
(see the Official Action of July 18, 2003 at page 5 5 first paragraph), but she has noted 
the product-by-process nature of the recitation and has contended that Applicants have 
the burden of coming forward with evidence to establish an unobvious difference 
between the claimed product and the prior art product. Applicants respectfully submit 
that they meet this burden by virtue of the evidence now of record. 

The Second Miyabayashi Declaration describes an Ink 6 that, in all pertinent 
respects, has the same composition as that of Ink 1 (described in the First 
Miyabayashi Declaration), but that does not encapsulate the colorant by polymerizing 
monomers for constituting the polymer in the presence of the colorant. Unlike Ink 1, 
wherein the pigment CI. Pigment Yellow 74 is encapsulated by polymerizing 
monomers for constituting the polymer in the presence of the pigment, Ink 6 is 
prepared by combining a polymer emulsion B, which comprises the polymer having 
the sites possessing UV absorbing activity and photostabilizing activity, with the 
pigment CI. Pigment Yellow 74. The respective compositions of Ink 6 and Ink 1 are 
as follows: 
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Ink 6 (wt%) 


Ink 1 (wt%) 


C.I. Pigment Yellow 74 


3.5 


- 


Polymer emulsion B 


3.4 


- 


Colorant 1 


- 


5 


Glycerin 


10 


10 


2-Pyrrolidone 


2 


2 


Maltitol 


4 


4 


TEGmBE 


5 


5 


Surfynol 465 


1 


1 


Potassium hydroxide 


0.1 


0.1 


Pure water 


balance 


balance 



From the processes by which the respective inks were formed, it may be 
appreciated that the contents of Polymer emulsion B (Ink 6 of Second Miyabayashi 
Declaration) and Colorant 1 (Ink 1 of First Miyabayashi Declaration) are as follows: 





Polymer Emulsion 

(g) 


Colorant 1 
(g) 


Butyl acrylate 


20 


20 


Benzyl methacryalte 


12 


12 


Methacrylic acid 


12 


12 


RUVA-93 


18 


18 


LA-82 


2 


2 


C.I. Pigment Yellow 74 




30 


Total 


64 


94 



According to the above figures, the contents of the UV absorbing group 
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(RUVA-93), the photostabilizing group (LA-82) and the colorant (CI. Pigment 
Yellow 74) in the respective inks are as follows: 
Ink 6: 

RUVA-93: (18/64) x 3.4 wt% = 0.96 wt% 
LA-82: (2/64) x 3.4 wt% = 0.1 lwt% 
C.I. Pigment Yellow 74: 3.5 wt% 
Ink 1: 

RUVA-93: (18/94) x 5.0 wt% = 0.96 wt% 

LA-82: (2/94) x 5.0 wt% = 0.1 1 wt% 

C.L Pigment Yellow 74: (30/94) x 5.0 wt% = 1.60 wt% 

As shown above, the contents of the UV absorbing group and the 
photostabilizing group are the same in both Ink 6 and Ink 1 . However, as 
demonstrated in the Miyabayashi declarations (compare results for Ink 1 and Ink 6 in 
the respective tables in the declarations), the retention of OD value with respect to Ink 
1 is superior to that of Ink 6 notwithstanding that the contents of the colorant is lower 
in Ink 1 than it is in Ink 6. 

In view of the above, it may be appreciated that the recited process for 
preparing the claimed product ("polymerizing monomers for constituting the polymer 
in the presence of the dye or pigment") imparts distinctive structural characteristics 
to the claimed product that are not shown or suggested in the cited Nguyen et al 
reference (see, e.g., Nguyen et al at Examples 1-6). Under these circumstances, the 
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structure implied by the recited process steps should be considered in assessing the 
patentability of the claimed product (MPEP Section 2113). When so considered, the 
cited references do not set forth even a prima facie case of obviousness for the 
invention as claimed. 

Accordingly, it is respectfully submitted that all rejections and objections of 
record have been successfully traversed and that the application is now in allowable 
form. An early notice of allowance is earnestly solicited and is believed to be fully 
warranted. 
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